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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

> Extensions of time may be available under the provisions of 37 CFR 1.136(a}. In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is spedfied above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temi adjustment See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 13 March 2006 . 
2a)[S This action is FINAL. 2b)D This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 0.6. 213. 

Disposition of Claims 

4) 13 Claim(s) 1 and 3-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1 and 3-12 is/are rejected. 

7) S Claim(s) 13 and 14 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawjng(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the connection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)^ Acl<nowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0. 
aM All b)D Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fonms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3, and 5-12, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 10-251356. 

Claims 1 , 3-6, and 8-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 62-125825. 

Applicant has amended the claims by (i) stipulating that denotes a C4 to Cis 
ali^yl group and (ii) stating that the composition is "for" coating a web material. Of 
course, the latter of these merely incorporates a recitation of intended use into the 
preamble for which no patentable weight is assessed. 

Concerning the redefining of claim 1 , it is acknowledged that the 
references do not contemplate an analogous compound wherein the alkyi group 
corresponding to has 4 or more carbon atoms. Nevertheless, a prima facie 
case of obviousness may be made when chemical compounds have very close 
structural similarities and similar utilities (MPEP 2144.09). "An obviousness 
rejection based on similarity In chemical structure and function entails the 
motivation of one skilled in the art to make a claimed compound, in the 
expectation that compounds similar in structure will have similar properties." In re 
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Payne, 606 F.2d 303, 313. 203 USPQ 245, 254 (CCPA 1979). See In re 
Papesch, 315 F.2d 381. 137 USPQ 43 (CCPA 1963) (discussed In more detail 
below) and In re Dillon, 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 1991) 
(discussed below and in MPEP § 2144) for an extensive review of the case law 
pertaining to obviousness based on close structural similarity of chemical 
compounds. See also MPEP § 2144.08, paragraph II.A.4.(c). 

Given that the C4and perhaps even higher alkyi groups bear such close 
stmctural resemblance to a C3 alkyI group, the skilled artisan would reasonably 
expect that initiators containing these groups would behave in a manner 
consistent with those mentioned in each of the aforementioned references. 

An express suggestion to substitute one equivalent component or process 
for another is not necessary to render such substitution obvious. In re Fout, 675 
F.2d 297, 213 USPQ 532 (CCPA 1982). 

Had Applicant demonstrated a critical difference between C3 radicals and 
higher alkyI groups, the above rejection would have been rendered moot. 
However, there is no such difference delineated by Applicant's Specification. 
Applicant only compares substituted phenone compounds with unsubstituted 
phenone compounds. 



Application/Control Number: 10/685,141 



Page 4 



Art Unit: 1712 

Allowable Subject Matter 

Claims 13 and 14 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



As an aside, the Examiner concedes that the copy of the abstract for JP 
62-1 25825 provided to Applicant had not mentioned siloxane polymers bearing 
acryl functional groups nor was anything said in the Office action that would 
indicate that this reference had satisfied this aspect of the invention. The 
Examiner believes, nonetheless, that it is appropriate to make this Office action 
final because the description of the other reference cleariy stated that acryl- 
substituted polysiloxanes were employed. The Examiner has enclosed a copy of 
JP-62-1 25825 for Applicant's perusal. 



Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Ofnce action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO IVIONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can nonmally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Infonnation Retrieval (PAIR) system. Status infomnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



May 4, 2006 




^MA^9 8. ZIMMER 

PRIMARY EXAMINER 



